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DETAILED ACTION 
Election/Restrictions 

1 . Claims 1-11 are withdrawn from further consideration pursuant to 37 CFR 1 . 1 42(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 5/17/2007. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 30, 31, 36 and 39 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
10-220213 A ('213). 

JP ('213) shows an outboard motor comprising an engine [6] disposed within a housing 
[10], wherein housing has upper and lower portions [10a, 10b]. Upper and lower cavities are 
formed between upper and lower portions of the housing and the engine, respectively. An oil 
container [8] is disposed in the lower cavity that is formed between the engine and the lower 
portion of the housing. A pump [26] is enclosed in the oil container (see fig, 14). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 12, 13, 15, 23-28, 30, 31, 36, 39, 43 and 46 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kato et al. (US 6,053,785 A) in view of Hartke et al. (US 6,477,992 
B2). 

Kato et al. shows an outboard motor comprising a two-stroke direct fuel injected engine 
[16] surrounded by a housing cover (see fig. 2). The outboard motor also comprises an oil tank 
[107] positioned within a cavity formed between the engine and the housing cover (see col. 8, 
lines 26-32). 

Kato et al., however, is silent on the details of the oil tank. Further. Kato et al. does not 
disclose the provision of an oil pump with the oil tank 

Hartke et al. shows an oiling system (fig. 3) for use with an outboard motor having a fuel- 
injected engine (see abstract, line 1; col. 1, line 27; and col. 3, lines 25-28). The oiling system 
comprises an oil pump [204] positioned within an oil tank [202] so as to keep the oil warm and 
thin even in cold weather. The oiling system has a manifold [206] that provides an oil distribution 
hub with an inlet in fluid communication with the pump and a plurality of outlets. At least one 
outlet is fluidly connected to the engine (see fig. 3). A pressure sensor is connected to an ECU 
and an outlet of the pump to indicate and allow control of the oil pressure from the pump (see 
col. 3, lines 50-65). 

It would have been obvious for one skilled in the art at the time of the invention to 
provide an oiling system in the outboard motor of Kato et al., as taught by Hartke et al. Having 
such a system would have allowed the oil to stay warm and thin even in the cold weather, 
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thereby allowing the oil to be easily pumped out through the oil supply line and preventing costly 
damage to engine cylinders. 

Re claim 23, it would have been obvious for one skilled in the art at the time of the 
invention to size the oil tank according to the engine size. Further, if the engine were to be used 
sporadically, the oil tank would be capable of holding an average year's supply of oil. Re claim 
24, one skilled in the art would have known to design the oil tank to have a 0.02 Liter/HP to 0.05 
Liter/HP capacity. 



6. Claims 17, 18, 32, 33, 35, 37 and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kato et al. (US 6,053,785 A) in view of Hartke et al. (US 6,477,992 B2), and 
further in view of Abe et al. (US 4,766,860 A). 

Kato et al., as modified above by Hartke et al., shows an outboard motor comprising an 
oil pump disposed within an oil tank. 

Modified Kato et al., however, does not disclose the structure or the attachment 
mechanism of the oil tank. 

Abe et al. shows an oil tank [151] having a float [174] (see fig. 2 and fig 6). The oil tank is 
considered as having a generally L-shape with longitudinal/vertical and lateral sections, and an 
opening [49] in the lateral section that is capable of functioning as a filler opening. A second 
opening with a cap [43] is provided in the longitudinal/vertical section. The longitudinal/vertical 
portion further comprises a pair of bosses vertically offset from one another for mounting the oil 
container to the engine. A depth of the longitudinal/vertical portion is greater than a length of the 
lateral portion. The oil tank has a filter for filtering lubricant to the engine and is capable of 
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sensing a clogged filter condition. In addition, a sensing device also provides an indication of 
the level of lubricant within the oil tank. 

It would have been obvious for one skilled in the art at the time of the invention to 
provide an oil tank in the outboard motor of modified Kato et al. f as taught by Abe et aL Having 
such an oil tank would have allowed the tank to be mounted directly on the engine body, and 
would have provided an oil reservoir that had a filter for filtering lubricant to the engine and was 
capable of sensing a clogged filter condition. 

Re claim 17, Applicant may note that claim is being treated as product claims. However, 

the limitation "oil tank is constructed of two molded halves, joined by a 

weld" is a product by process limitation. Therefore, the process by which the oil tank is made is 
not given weight in the product claims (MPEP 21 1 3). 



Allowable Subject Matter 

7. Claims 14, 16, 19-22, 29, 34, 40-42, 44 and 45 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

8. The prior art made of record in the attached PTO Form 892, but not yet relied upon, is 
considered pertinent to applicant's disclosure. 

• JP 09-125926 A shows a pump enclosed in an oil container. 
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9. 



Any inquiry concerning this communication or earlier communications from the examiner 



should be directed to Ajay Vasudeva whose telephone number is (571) 272-6689. The 
examiner can normally be reached on Monday-Friday 12:00 - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, S. Joe Morano can be reached on (571) 272-6684. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Ajay Vasudeva 
Primary Examiner 




